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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 



IN RE APPLICATION OF Group Art Unit: 1617 

WERNER HOLZL ET AL Examiner: 

APPLICATION NO: 10/750,810 

FILED: DECEMBER 31, 2003 

FOR: MICROBICIDAL ACTIVE SUBSTANCES 



Mail Stop Petitions 
Commissioner for Patents 
P.O. Box 1450 
Alexandria, VA 22313-1450 



PETITION FOR SUSPENSION OF RULES UNDER 37 CFR S 1.183 

Sir: 



The official filing receipt received in the above-identified application, having a mailing date of 
May 6, 2004 but date stamped as received by Applicants on July 1 . 2004 (copy enclosed herewith), 
showed a date inconsistency with the Patent and Trademark Office (PTO) records under the 
Domestic Priority data as claimed by applicant information. 



Applicants reviewed the file of the parent case Application No. 09/762,008. It is noted that 
the "Notification of Acceptance of Application Under 35 U.S.C 371", dated March 6, 2001 (copy 
enclosed herewith), correctly lists the 371 date for the parent case as February 1 , 2001 , not February 
1,2000. 
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But Applicants noted that the filing receipt, dated March 7, 2001 (copy enclosed herewith), 
listed the filing date in the box at the top of the page as February 1 , 2000. This is where the error 
started, which was a clerical error made by the PTO . However, Applicants did not notice the incorrect 
filing date, so the PTO continued to use the incorrect date throughout the prosecution of the parent 
case. All the papers that were sent to the PTO during prosecution of the parent case by Applicants 
listed the 371 date correctly, and the error was never noticed until the inconsistency was mentioned 
on the filing receipt in the above-identified application. The filing papers in said application do list the 
lineage correctly (copy enclosed herewith). 

In response to the date inconsistency on the above-mentioned official filing receipt, Applicants 
promptly submitted a Letter requesting correction on August 11, 2004. The PTO Response, mailed 
on September 7, 2004, indicted that a petition would be required to effect correction. Hence this 
petition is being timely filed. 

Thus at this time, Applicants hereby petition for a suspension of the rules under 37 CFR § 
1 .183 and petition that the PTO issue a corrected filing receipt for the above-identified application 
wherein the phrase "(*)Data inconsistent with PTO records" is deleted for the reasons given above, 
and that the 371 date for Application No. 09/762,008 be changed to February 1, 2001 as listed on the 
Notice of Acceptance. The corrected filing receipt should read: 

- Domestic Priority date as claimed by applicant 

This application is a DIV of 09/762,008 02/01/2001 PAT 6,689,372 
which is a 371 of PCT/EP99/05449 07/30/1 999 --. 

While Applicants believe no fee should be required to correct an error made by the PTO, the 
Commissioner is hereby authorized to charge any fee under 37 CFR 1 .17(h) that may be required to 
Deposit Account 03-1935. 
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Applicants believe that all requirements for a petition under 37 CFR § 1 .183 have been met 
and respectfully request that their petition be granted. Please refer any questions to Applicants' 
undersigned representative at the telephone number listed below. 



P.O. Box 2005 
Tarrytown, NY 10591-9005 
(914) 785- 7127 
KTM/21810Dpet 

Ends.: copy of filing receipt of present Application 

copy of Notification of Acceptance of parent Application 
copy of Transmittal letter of present Application 
copy of filing receipt of parent Application 



Respectfully submitted, 



Ciba Specialty Chemicals Corporation 
Patent Department 
540 White Plains Road 




Reg. No. 31 ,635 



: SEP ! 6 2004 
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JNITED STATES DEPARTMENT OF COMMERCE 
»atent and Trademark Office 

Address: ASSISTANT COMMISSIONER FOR PATENTS 

D.C 20231 



U S APPUCATTON NO. 



14 



FIRST NAMED APPLICANT 



ATTY. DOCKET NO. 



09/762008 

JOANN VILLAMIZAR 
540 WHITE PLAINS ROAD 
PO BOX 2005 

TARRYTOWN, NY 10591 9005 



HOLZL 

RECEIVED 

MAR 9 2001 

PATENT DEPARTMENT 



JflL 



HM/3-21810/A 



INTERNATIONAL APPLICATION NO. 



PCT/EP99/05449 



LA- FILING DATE 



PRIORITY DATE 



30 JUL 99 



04 AUG 98 



DATE MAILED: 06 MAR'£0Q] 

NOTIFICATION OF ACCEPTANCE OF APPLICATION UNDER 35 U.S.C. 371 
AND 37 CFR 1,494 OR 1.495 

1. The applicant is hereby advised that the United States Patent and Trademark Office in its capacity as EH a 
Designated Office (37 CFR 1 .494), 03 an Elected Office (37 CFR 1.495), has determined that the above 
identified international application has met the requirements of 35 U.S.C. 371, and is ACCEPTED for national 
patentability examination in the United States Patent and Trademark Office. 

2. The United States Application Number assigned to the application is shown above and the relevant dates are: 



01 FEB 2001 
35 U.S.C. 102(e) DATE 



01 FEB 2001 
DATE OF RECEIPT OP 

35 U.S.6. 371 REQUIREMENTS 



and 



A Filing Receipt (PTO-103X) will be issued for the present application in due course. THE DATE 
APPEARING ON THE FILING RECEIPT AS THE "FILING DATE" IS THE DATE ON WHICH THE 
LAST OF THE 35 U.S.C. 371(C) REQUIREMENTS HAS BEEN RECEIVED IN THE OFFICE. THIS 
DATE IS SHOWN ABOVE. The filing date of the above identified application is the international filing date 
of the international application (Article 11(3) and 35 U.S,C 363). Once the Filing Receipt has been received, 
send all correspondence to me Group Art Unit designated thereon. 

3. CD A request for immediate examination under 35 U.S.C. 371(0 was received on y 
the application will be examined in turn. 

4. The following items have been received: 
SI U.S. Basic National Fee. 
SI Copy of the international application in: 

(3 a non-English language. 
_ □ English. 

LH Translation of the international application into English. 
LJ Oath or Declaration of mventcos^) for DO/EOAJS. 

UCopy of Article 19 amendments. □ Translation of Article 19 amendments into English. 

The Article 1 9 amendments D have D have not been entered. 
Iffl The International Preliminary Examination Report in English and its Annexes, if any. 
U Copy of the Annexes to the International Preliminary Examination Report (1PER). 
LI Translation of Annexes to the IPER into English. 
The Annexes LZ1 have CD have not been entered. 
Lffl Preliminary amendments) filed 01 FEB 2001 m ^ 



Q Information Disclosure Statements) filed 
I — I Assignment document 
LJ Power of Attorney and/or Change of Address.^ 

LJ Substitute specificauon filed ; 

I I v^rifioH Qtot«««,f ri«; m ;„„ c*;*,. c***.... 



_and 
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UNITED STATES DEPABTMEOT OF COMME1CB 
Untlea! BimUm Pmtmmt .od TradrnwHi OfTUm 



fc) DATE { WTU>*T| ft FEE RECO { ATTY .DOCKET NO | DRAWINGS | TDT QMS | INO CtMS | 

10/750.810 12/31/2003 1617 770 HM/5-21810/A/PCT/DIV 9 3 



000324 



CONFIRMATION NO. 1623 

JSttSESSS^ 0 ^™ JUL 1 20M WlVllilBlllfllllll 

^540 WHITE PLAINS RD •OC0000000125454W 
,^PO BOX 2005 ANDREA DkCECCHIS 

V TARRYTOWN, NY 10591-9005 , »JgK mSSSS«S« 

Date Mailed: 05/06/2004 

SSSffl is aciwcwtea£ed of ^ ™F ular Patent Applcation. It wil be considered in its order and you win be 

Same 5 ahuSnt °L2%rri^^^^J^ e "2 us ' ^cation numbering £te! 

-rfSSLf^ Tr "£, 0F 'NVEN^ON when inquiring about this applcation. Fees transmitted by 
? ^ 1 ^il~^ Cti °L P ^ e *" aCCtJracy of the data presented on this receipt It an 
®^ » " oted J >n *J» Filing Receipt, please write to the Office of Initial Patent Examination's Fflbm 
Receipt Corrections, facsimile number 703-746-9195. Please provide a copy of tMsF&ta toSS IuhBL 
changes noted thereon. If you received a -Notice to File Missing Si'7^t!L*«S&^X^t^ 
^^^H , °r2£5^^ eCe,pt 1- » yOUr n >» to *■ Who? the TlSpTO P^c^Se^h^ 
»wJSat? UWTO ° enerate an0th8r Fai "9 Incorporating the reqJSid SmoSS 

Applicants) . ; 

Werner Hobd, Eschentzwiiler, FRANCE; / 
Marcel Schnyder, Birsfelden, SWITZERLAND; 

Domestic Priority data as claimed by applicant c <x/o / -At * o i 

This application is a DIV of 09/762,008 92/01/2000 PAT 6 689 372 * 
which is a 371 of PCT/EP99/D5449 07/30/1999 

OData provided by appfcarrt is not consistent with PTO records. ^\u£j&^ 

Foreign Applications 

EUROPEAN PATENT OFFICE (EPO) 98810749.6 08704/1998 / 

Projected Publication Date: To Be Determined - pending completion of Security Review 
Non^ublkation Request: No 

w . ••.<*•• V~. ./..J* . ..7.7: .• ' ' ' » K, » * htfcffio .-!.v -r> 

• k • * .sT-.v; >.••.• .' r:x>.'j;;;>T ta A f : \v .-^.n. „ » . „> 

TWe • •'• • ; •"" •" • ■ :•• - • ■ . . *..■'••" •• 
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Microbicidal active substances 



Preliminary Class 
424 



UCENSE FOR FOREIGN RUNG UNDER 
Title 35, United States Code, Section 184 
Title 37, Code of Federal Regulations, 5.11 & 5.15 



QRANTEQ 



The appBcant has been granted a license under 35 U.S.C. 184, if the phrase "IF REQUIRED. FOREIGN FILING 
LICENSE GRANTED" followed by a date appears on this form. Such f censes are issued in all applications where 
the conditions for issuance of a icense have been met, regardless of whether or not a license may be required as 
set forth in 37 CFR 5.1 5. The scope and Imitations of this icense are set forth in 37 CFR 5.1 5(a) unless an earfer 
Bcense has been issued under 37 CFR 5.15(b), The icense is subject to revocation upon written notification. The 
date indicated is the effective date of the Bcense, unless an earfer icense of similar scope has been granted 
under 37 CFR 5.13 or 5.14. 

This icense is to be retained by the icensee and may be used at any time on or alter the effective date thereof 
unless it is revoked. This icense is automatically transferred to any related applications^) filed under 37 CFR 
1.53(d). This icense is not retroactive. 

The grant of a Bcense does not in any way lessen the responsibility of a icensee for the security of the subject 
matter as imposed by any Government contract or the provisions of existing laws relating to espionage and the 
national security or the export of technical data. Licensees should apprise themselves of current regulations 
especially with respect to certain countries, of other agencies, particularly the Office of Defense Trade Controls 
Department of State ftrith respect to Arms, Munitions and Implements of War (22 CFR 121-128))* the Office of 
Export Administration, Department of Commerce (15 CFR 370.10 ©); the Office of Foreign Assets Control 
Department of Treasury (31 CFR Parts 500+) and the Department of Energy. ' 

NOTGRANT5P 

^Si^2?!!^J^S£' 184 tos been 0 ranted at fime ' if fte Phrase "IF REQUIRED. FOREIGN FILING 
e?^ E B GRAN TFB DOES NOT ap P ear on **** fona Appficant may still petition for a license under 37 CFR 
5.12, if a Icense is desired before the expiration of 6 months from the fiyng date of the application. If 6 months 
has lapsed from the filing date of this appication and the icensee has not received any indication of a secrecy 
order under 35 U.S.C. 181 , the Bcensee may foreign file the appication pursuant to 37 CFR 5 15(b) ■ ■ 



cc 



cc 




United States Bvtent and Trademark Office 



Com missioner for btcktb 
United States Patent and Trademark Office 

WfcSMIHClON. D.C. 20 231 

'APPLICATION NUMBER I RUNG DATE | QRP ART UNIT \ FH. FEE RECD |ATTY.P0CKET.N0| DRAWINGS | TOT CUMMS | IND CLAJMS J 

09/762,008 J 02/01/2000 -46+5— ~ 880 JJJ?' 1 1 
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RECEIVED 

CIBA SPECIALTY CHEMICALS CORPORATION 

V PATENT DEPARTMENT u »g I X 0QQ1 

\\ 540 WHITE PLAINS RD WAW 1 J 

. PO BOX 2005 «_^^u« 

. V TARRYTOWN. NY 10591-9005 ^Se^OotKnaTOR 

t S§5m DEPARTMENT 



FILING RECEIPT 

miiiinei 

•00000000005837864' 



Date Mailed: 03/07/2001 



Receipt is acknowledged of this nonprovisional Patent Application. It will be considered in its order and you 
will be notified as to the results of the examination. Be sure to provide the U.S. APPLICATION NUMBER 
FILING DATE, NAME OF APPLICANT, and TITLE OF INVENTION when inquiring about this application! 
Fees transmitted by check or draft are subject to collection. Please verify the accuracy of the data presented 
on this receipt. If an error is noted on this Filing Receipt, please write to the Office of Initial Patent 
Examination's Customer Service Center. Please provide a copy of this Filing Receipt with the 
changes noted thereon. If you received a "Notice to File Missing Parts" for this application, please 
submit any corrections to this Filing Receipt with your reply to the Notice. When the PTO processes 
the reply to the Notice, the PTO will generate another Filing Receipt incorporating the requested 
corrections (if appropriate). 



Applicants) 

Werner Holzl. Eschentzwiller, FRANCE; 
Marcel Schnyder. Birsfelden. SWITZERLAND; 




Continuing Data as Claimed by Applicant 

THIS APPLICATION IS A 371 OF PCT/EP99/05449 07/30/1999 

Foreign Applications 

EUROPEAN PATENT OFFICE (EPO) 98810749.6 08/04/1998 



If Required, Foreign Filing License Granted 03/07/2001 



Title 



Microbicidal active substances 



Preliminary Class 
424 



1 



.1 

4" 
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Data entry by : NGUYEN, SON Team : OIPE Date: 03/07/2001 

II 



c 




cc 





LICENSE FOR FOREIGN FILING UNDER 
Title 35, United States Code, Section 184 
Title 37, Code of Federal Regulations, 5.11 & 5.15 



GRANTED 



The applicant has been granted a license under 35 U.S.C. 184, if the phrase "IF REQUIRED, FOREIGN 
FILING LICENSE GRANTED" followed by a date appears on this form. Such licenses are issued in all 
applications where the conditions for issuance of a license have been met, regardless of whether or not a 
license may be required as set forth in 37 CRF 5.15. The scope and limitations of this license are set forth in 
37 CFR 5.15(a) unless an earlier license has been issued under 37 CFR 5.15(b). The license is subject to 
revocation upon written notification. The date indicated is the effective date of the license, unless an earlier 
license of similar scope has been granted under 37 CFR 5.13 or 5.14. 

This license is to be retained by the licensee and may be used at any time on or after the effective date 
thereof unless it is revoked. This license is automatically transferred to any related applications^) filed under 

36 CFR 1 .53(d). This license is not retroactive. 

The grant of a license does not in any way lessen the responsibility of a licensee for the security of the subject 
matter as imposed by any Government contract or the provisions of existing laws relating to espionage and 
the national security or the export of technical data. Licensees should apprise themselves of current 
regulations especially with respect to certain countries, of other agencies, particularly the Office of Defense 
Trade Controls, Department of State (with respect to Arms, Munitions and Implements of War (22 CFR 121- 
128)); the Office of Export Administration, Department of Commerce (15 CFR 370.10 Q)); the Office of 
Foreign Assets Control, Department of Treasury (31 CFR Parts 500+) and the Department of Energy. 

NOT GRANTED 

No license under 35 U.S.C. 184 has been granted at this time, if the phrase IF REQUIRED, FOREIGN 
FILING LICENSE GRANTED" DOES NOT appear on this form. Applicant may still petition for a license under 

37 CFR 5.12, if a license is desired before the expiration of 6 months from the filing date of the application. If 
6 months has lapsed from the filing date of this application and the licensee has not received any indication of 
a secrecy order under 35 U.S.C. 181, the licensee may foreign file the application pursuant to 37 CFR 5.15 
(b). 

PLEASE NOTE the following information about the Filing Receipt: 

• The articles such as "a," "an" and "the" are not included as the first words in the title of an application. 
They are considered to be unnecessary to the understanding of the title. 

• The words "new," "improved," "improvements in" or "relating to" are not included as first words in 
the title of an application because a patent application, by nature, is a new idea or improvement. 

• The title may be truncated if it consists of more than 600 characters (letters and spaces combined). 

• The docket number allows a maximum of 25 characters. 

• If your application was submitted under 37 CFR 1.10, your filing date should be the "date in" found on 
the Express Mail label. If there is a discrepancy, you should submit a request for a corrected Filing 
Receipt along with a copy of the Express Mail label showing the "date in." 

• The title is recorded in sentence case. 



Any corrections that may need to be done to your Filing Receipt should be directed to: 



Assistant Commissioner for Patents 
Office of Initial Patent Examination 
Customer Service Center 
Washington, DC 20231 



c cc 




COMMISSIONER FOR PATENTS 
P.O. Box 1450 
Alexandria. VA 22313-1450 
Mall Stop Patent Application 



Sir 

Transmitted herewith for filing is the patent application of 
Inventory): WERNER HOLZL AND MARCEL SCHNYDER 



For MICROBICIDAL ACTIVE SUBSTANCES 



Enclosed are: 

0 42 pages of the certified English translation of the specification including claims 

0 _L Page(s) of the certified English translation of the abstract 

0 Declaration and Power of Attorney (copy) (For continuations/divisionals) 

0 Preliminary Amendmant 

0 This application is a divisional of 

prior application No. 09/762,008 filed 2/1/01. 
0 The entire disclosure of the prior application, from which a copy of the declaration is 

supplied, is considered to be part of the disclosure of the accompanying 

application and is hereby incorporated by reference therein. 
0 Amend the specification by inserting before the first line: 

-This is a divisional of application Serial No. 09/762,008 filed on 2/1/01, still pending, 
which is a 371 of EP 99/05449 filed on 7/30/99.- 
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0 



0 



Priority of application No(s). 98810749.6 filed on 8/4/98 respectively; in 
Europe(designating Germany) is claimed under 35 U.S.C. 119. 
A certified copy of each priority document is 
0 of record in application No. 09/762,008 filed 2/1/01 . 
Prior to calculating the fees, kjndjy. consider ♦he attached p»iimi» g 



Filing Fee Calculation: 
Basic Fee 



Foreign L 


anguage Surcharge 
For 


> ($130) 
Number 
Filed 




Number 
Extra 




Rate 






EXTRA 
Claims 


TOTAL CLAIMS 


9 


-20 


0 




$18 








INDEPENDENT 
CLAIMS 


3 


-3 


0 




$86 







Please charge Deposit Account No. 03-1935 in the amount of $770.00. Two additional copies 
of this paper are enclosed. The Commissioner is hereby authorized to charge any additional 
fees under 37 C.F.R. 1 .16 and 1.17 which may be required, or credit any overpayment to 
Account No. 03-1935. 



Please address all correspondence to JoAnn Villamizar, Patent Department, Ciba Specialty 
Chemicals Corporation. 540 White Plains Road, P.O. Box 2005, Tanytown. NY 10591-9005 and 
associate the attached application with Customer Number 000324. Please address all 
telephone calls to the undersigned at the number given below. 



Respectfully submitted. 



Ciba Specialty Chemicals Corporation 

Patent Department 

540 White Plains Road 

P.O. Box 2005 

Tarrytown, NY 10591-9005 

(914) 785-7127 

KTM/am/ 




Agent for Applicant 
Reg. No. 31,635 
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^ United States Patent and Trademark Office 



UNITED STATES DEPARTMENT OF COMMERCE 

United States Patent and Trademark OdVe 

Addrcw: COMMISSIONER FOR PATENTS 
PO. Box 1450 

Alexandria, Vuguda 2231 3-1 -150 



APPLICATION NUMBER 



FILING OR 371(c) DATE 



I 



FIRST NAMED APPLICANT 



ATTY. DOCKET NO, /TITLE 



10/750,810 



12/31/2003 



-^Werner Holzl 



RECEIVE© 

9 2064 



HM/5-21810/A/PCT7DIV 
CONFIRMATION NO. 1623 



000324 

CIBA SPECIALTY CHEMICALS CORPORATION 
PATENT DEPARTMENT $FP 
540 WHITE PLAINS RD 
P O BOX 2005 ANDREA OECECCHIS 

TARRYTOWN, NY 1 0591 -9005 docket coordinator 

PATENT DEPARTMENT 



■1 

•OC00000001 3737098 



Date Mailed: 09/07/2004 



RESPONSE TO REQUEST FOR CORRECTED FILING RECEIPT 

Claims, Fees, and Inventors 



In response to your request for a corrected Filing Receipt, the Office is unable to comply with the request 
because: 



□ The total number of claims appearing on the Filing Receipt does not include multiple dependent 
claims. The total fee appearing on the Filing Receipt includes the cost of multiple dependent claims 
that were present at the time the application was filed. 

□ The filing fee is correct. It may include additional claims fees and/or the surcharge under 37 CFR 1 .16 
(e) for filing an oath/declaration or basic filing fee after the application filing date; or it may not reflect 
fees refunded to the applicant that were paid by mistake. 

□ The number of claims reflected on the filing receipt is correct. Upon review of the claims, it was found 
that there was a miscalculation by the applicant. This may be due to improperly presented multiple 
dependent claims, typographical error, misnumbering of the claims, or other oversight. An amendment 
may be necessary to correct the problem. 

□ The filing fee reflected on the filing receipt is correct. Applicant may have miscalculated the fees due. 

□ Applicant calculated fees as other than small entity; however, applicant asserted small entity status in 
the application. Therefore, fees were applied as small entity and the remainder was refunded to the 
applicant. 

□ The difference between the fees paid and the fees due was refunded to the applicant and will not be 
shown on the filing receipt. 



The inventor information may be truncated if the family name consists of more than 50 characters 

/M./jr-SuS/oW'W^V 
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~ % (letters and spaces combined) and if the given name consists of more than 50 characters (letters and 
i° spaces combined). 

□ The inventor's residence allows for up to 40 characters (letters and spaces combined). 

□ The inventor's residence will only include the city and state for U.S. residences or city and country for 
residences outside the U.S. (See MPEP 605.02). 

□ A petition to correct the inventorship is needed to make this change. See 37 CFR 1 .48. For non- 
provisional applications, the petition should be directed to the Director of the examining group 
assigned to your application. 

□ Changes made after submission of an executed declaration to the inventor information other than 
correction of typographical errors must be submitted in the form of a substitute declaration. Change of 
inventorship requires a petition under 37 CFR 1.48. 

□ The number of drawings shown on the filing receipt reflects the number of drawing sheets submitted 
and is not necessarily equal to the number of figures submitted. 

□ The correspondence address was captured as directed by applicant on filing. If you wish 
correspondence to be directed otherwise, please submit a request for a change of address. 

□ The docket number allows a maximum of 25 characters. 

□ The person signing on behalf of the deceased inventor is reflected on the Filing Receipt as the legal 
representative. 

□P^The filing date of a parent application cannot be changed by this request. A petition to correct the filing 
date in the parent application is required. 



Customer Service Center 

Initial Patent Examination Division ^703) 308-1202 
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